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DETAILED ACTION 

Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-9 and 11-18, drawn to methods of producing embryogenic callus 
from immature inflorescence explants of St. Augustinegrass plants and 
regenerating said plants from said explants, classified in class 435, 
subclass 430, for example. 

II. Claim 10, drawn to an isolated embryonic callus, classified in class 435, 
subclass 430.1 , for example. 

III. Claims 19-25 and 31-57, drawn to a method of generating transformed St. 
Augustinegrass plants, classified in class 800, subclass 278, for example. 

IV. Claims 26-30. drawn to a transgenic St. Augustinegrass plant, classified in 
class 800, subclass 300, for example. 

2. Inventions I and II are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1 ) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case the process as claimed can be used to make 
other and materially different products, such as herbicide resistant plants, for example. 

Furthermore, searching the invention of group I together with the invention of 
group II would impose a serious search burden. In the instant case, prior art searches of 
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methods of producing embryogenic callus from immature inflorescence explants of St. 
Augustinegrass plants and regenerating said plants from said explants are not 
coextensive with prior art searches of an isolated embryonic callus. Search of each of 
these inventions would require different key word searches of each group using 
divergent patent and non-patent literature databases. The different searches would then 
require subsequent in-depth analysis of the unrelated prior art literature, placing a 
serious burden on the Office in terms of both search and examination. As such, it would 
be burdensome to perform examination of inventions I and II together. 

3. Inventions I and III are patentably distinct. These inventions are different 
because the inventions each require different steps. For example, invention III requires 
the additional steps of harvesting explant tissue, transforming callus tissue with a DNA 
vector comprising a transgene, and regenerating the transformed callus into a St. 
Augustinegrass plant. 

Furthermore, searching the invention of group I together with the invention of 
group III would impose a serious search burden. In the instant case, prior art searches 
of a method of producing embryogenic callus from immature inflorescence explants of 
St. Augustinegrass plants are not coextensive with prior art searches of a method of 
generating transformed St. Augustinegrass plants. Search of each of these inventions 
would require different key word searches of each group using divergent patent and 
non-patent literature databases. The different searches would then require subsequent 
in-depth analysis of the unrelated prior art literature, placing a serious burden on the 
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Office in terms of both search and examination. As such, it would be burdensome to 
perform examination of inventions I and III together. 

4. Inventions I and IV are unrelated. Inventions are unrelated if it can be shown that 
they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806.04, MPEP § 808.01). In 
the instant case the different inventions have different modes of operation. The method 
of group I cannot make the product of group IV. 

Furthermore, searching the invention of group I together with the invention of 
group IV would impose a serious search burden. In the instant case, prior art searches 
of methods of producing embryogenic callus from immature inflorescence explants of 
St. Augustinegrass plants and regenerating said plants from said explants are not 
coextensive with prior art searches of a transgenic St. Augustinegrass plant. Search of 
each of these inventions would require different key word searches of each group using 
divergent patent and non-patent literature databases. The different searches would then 
require subsequent in-depth analysis of the unrelated prior art literature, placing a 
serious burden on the Office in terms of both search and examination. As such, it would 
be burdensome to perform examination of inventions I and IV together. 

5. Inventions II and III are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1 ) the 
process for using the product as claimed can be practiced with another materially 
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different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806,05(h)). In the instant case the product as 
claimed can be used in a materially different process of using the product such as 
crossing transformed and non-transformed St. Augustinegrass plants. 

Furthermore, searching the invention of group II together with the invention of 
group III would impose a serious search burden. In the instant case, prior art searches 
of an isolated embryonic callus are not coextensive with prior art searches of a method 
of generating transformed St. Augustinegrass plants. Search of each of these inventions 
would require different key word searches of each group using divergent patent and 
non-patent literature databases. The different searches would then require subsequent 
in-depth analysis of the unrelated prior art literature, placing a serious burden on the 
Office in terms of both search and examination. As such, it would be burdensome to 
perform examination of inventions II and III together. 

6. Inventions II and IV are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1 ) the 
process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case the product as 
claimed can be used in a materially different process of using that product. For 
example, the transgenic St. Augustinegrass plant of group IV can be used in a cross 
with another genetically different St. Augustinegrass plant. 
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Furthermore, searching the invention of group II together with the invention of 
group IV would impose a serious search burden. In the instant case, prior art searches 
of an isolated embryonic callus are not coextensive with prior art searches of a 
transgenic St. Augustinegrass plant. Search of each of these inventions would require 
different key word searches of each group using divergent patent and non-patent 
literature databases. The different searches would then require subsequent in-depth 
analysis of the unrelated prior art literature, placing a serious burden on the Office in 
terms of both search and examination. As such, it would be burdensome to perform 
examination of inventions II and IV together. 

7. Inventions III and IV are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1 ) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)), In the instant case the product as claimed can be made by another 
and materially different process such as crossing transformed and non-transformed St. 
Augustinegrass plants. 

Furthermore, searching the invention of group III together with the invention of 
group IV would impose a serious search burden. In the instant case, prior art searches 
of a method of generating transformed St. Augustinegrass plants are not coextensive 
with prior art searches of a transgenic St. Augustinegrass plant. Search of each of these . 
inventions would require different key word searches of each group using divergent 
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patent and non-patent literature databases. The different searches would then require 
subsequent in-depth analysis of the unrelated prior art literature, placing a serious 
burden on the Office in terms of both search and examination. As such, it would be 
burdensome to perform examination of inventions III and IV together. 

8. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Keith 0. Robinson, Ph.D. whose telephone number is 
571-272-2918. The examiner can normally be reached on Monday - Friday 7:30 am - 
4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Jones can be reached on 571-272-0745. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

1 0. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). 

Keith 0. Robinson, Ph.D. 
September 6, 2005 




OAVIDH.KRUSE,»»H.D. 



